THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today was
not witten for publication is not binding precedent of the
Boar d.
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UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex _parte MNEI L-PPC, | NC.

Appeal No. 1998-2764
Reexam nation Control Nos. 90/003,684 and 90/ 003, 996

ON BRI EF

Bef ore ABRAMS, FRANKFORT and McQUADE, Adm nistrative Patent
Judges.

McQUADE, Admi nistrative Patent Judge.

DECI S| ON ON APPEAL

McNei | -PPC, Inc. appeals fromthe final rejection of

claims 1 through 16, all of the clains pending in these nerged

!These reexam nation proceedi ngs, now nerged pursuant to
37 CF.R 8 1.565(c), involve U S. Patent No. 4,940, 462,
granted July 10, 1990, based on Application 07/160,739, filed
February 26, 1988.
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reexam nation proceedings involving U S. Patent No. 4,940, 462.
Clains 1 through 7 are patent clains and clains 8 through 16

are new cl ai ns.

THE | NVENTI ON

The invention relates to “protective, absorbent liners
for undergarnments and nore particularly, to providing nore
| eak resistance for sanitary napkins having folding side
panel s or wings” (specification, colum 1, lines 14 through
17). Cdainms 1, 7 and 8, the three independent clains on

appeal, are illustrative and read as foll ows:

1. A sanitary napkin conprising

(a) an absorbent el enent having |ongitudinally extending
sides, transverse ends, a body-facing side and an under gar nent
facing side; and

(b) stretchable, longitudinally resilient flaps extending
outwardly al ong said | ongitudinally extending sides, said
fl aps expanding | ongitudinally when fol ded over a side of a
crotch portion of an undergarnent.

7. A sanitary napkin conpri sing:
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(a) an absorbent el enent having |ongitudinally extending
sides, transverse ends, a body-facing side and an under gar nent
facing side; and
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(b) flaps extending laterally fromand substantially
along the entire length of each of said | ongitudinal sides of
sai d absorbent elenment, said flaps having longitudinally
expandabl e portions therein, whereby said fl aps can be
expanded to fold over a crotch portion of an undergarnent to
provide sanitary protection substantially along said entire
| ength of each of said |ongitudinal sides.

8. A sanitary napkin conprising:

(a) an absorbent el enent having | ongitudi nally extending
sides, transverse ends. a body-facing side, and an
under gar nent -f aci ng _si de and:;

(b) stretchable. longitudinally resilient side flaps
which are affixed to and extend laterally from each of said
longitudinally extending sides of said absorbent elenent, said
side flaps having longitudinally expandable portions therein,
said side flaps expanding |longitudinally when folded over a
side of a crotch portion of an undergarnent.

THE PRI OR ART

The references relied upon by the exam ner as evidence of
antici pati on and obvi ousness are:

Kor pman 4,166, 464 Sept. 4, 1979
Van Til burg 4,589, 8767 May 20, 1986

2Despite evidence of sone confusion in the fina
rejection (Paper No. 16) and nain brief (Paper No. 28), U S.
Patent No. 4,589,876 is the Van Til burg patent which is at
i ssue as an applied reference in this appeal (see n.1l on page
7 in the exam ner’s answer, Paper No. 34).

4
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Fahr enkr ug 4,891, 258 Jan. 2, 1990
(filed Dec. 22, 1987)
Baird et al. (Baird) 2,168, 253 Jun 18, 1986

Briti sh Patent Document

THE REJECTI ONS

Clainms 1 through 13, 15 and 16 stand rejected under

35 U.S.C. 8 102(b) as being anticipated by Korpman.

Cainms 1, 2, 7 through 9, 15 and 16 stand rejected under

35 U.S.C. 8 102(b) as being anticipated by Baird.

Clainms 3 through 6 and 10 through 13 stand rejected under

35 U.S.C. 8 103 as being unpatentabl e over Baird.

Clains 1 through 16 stand rejected under 35 U. S.C. § 103

as bei ng unpatentable over Van Tilburg in view of Fahrenkrug.

Attention is directed to the appellant’s main and reply

briefs (Paper Nos. 28 and 35 in each proceeding) and to the
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exam ner’ s answer (Paper No. 34 in each proceeding) for the
respective positions of the appellant and the exam ner with

regard to the nerits of these rejections.?®*

Dl SCUSSI ON

|. The 35 U.S.C. § 102(b) rejection of clainms 1 through 13, 15

and 16 as being antici pated by Kor pnan.

Kor pman di scl oses absorbent dressings such as diapers,

®The file in each proceeding contains additional briefs
(Paper Nos. 25, 29 and 32) and answers (Paper Nos. 27 and 30)
whi ch appear to have been nade of record m stakenly. These
papers have been vacated, w thdrawn or denied entry by the
exam ner (see page 1 in the answer, Paper No. 34) w thout any
obj ection by the appellant. Accordingly, we have not
consi dered the argunents advanced in these additional briefs
and answers in evaluating the rejections on appeal.

*The exam ner has not advanced any authority supporting
the proposition that “[a]ny new argunments presented by
Appel lant after final or in [the main brief] are not tinely”
(answer, page 9). All of the argunents in the appellant’s
main and reply briefs should have been consi dered and
responded to in the answer (see MPEP § 1208), and all such
argunent s have been considered by this panel in deciding the

appeal .
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surgical and first aid dressings, sanitary napkins and the

I i ke which are designed to overcone the probl em of
insufficient conformability to the wearer’s body (see colum
1, lines 7 through 20). 1In general, the dressings consist of
an absorbent pad and a backi ng sheet. According to Korpnman
(see colum 1, lines 21 through 48), the conformability of a
dressing can be enhanced by making its backing sheet el astic,
easily stretchable and highly flexible. Korpman also teaches
t hat the backing sheet nay extend beyond the edges of the
absorbent pad to formflaps (see colum 2, lines 33 through
38). The reference specifically describes and illustrates
several enbodi nents of inproved dressings, including a nunber
of diapers (Figures 1 through 5 and 10 through 18), an
adhesi ve bandage strip (Figures 6 and 7), and a sanitary
napkin (Figures 8 and 9). O particular interest is that the
af orenenti oned fl aps appear in certain of the diaper

enbodi ments (see Figures 3, 4 and 10 through 18), but not in

t he sanitary napki n enbodi nent.

Anticipation is established only when a single prior art
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reference discloses, expressly or under principles of
i nherency, each and every el enent of a clained invention. RCA

Corp. v. Applied Digital Data Sys., Inc., 730 F.2d 1440, 1444,

221 USPQ 385, 388 (Fed. GCr. 1984). In other words, there
nmust be no difference between the clained invention and the
reference disclosure, as viewed by a person of ordinary skill

in the field of the invention. Scripps dinic & Research

Found. v. Genentech Inc., 927 F.2d 1565, 1576, 18 USP@d 1001,

1010 (Fed. Cir. 1991). It is not necessary that the reference
teach what the subject application teaches, but only that the
claimread on sonething disclosed in the reference, i.e., that
all of the limtations in the claimbe found in or fully net

by the reference. Kalman v. Kinberly dark Corp., 713 F.2d

760, 772, 218 USPQ 781, 789 (Fed. Cr. 1983), cert. denied,

465 U.S. 1026 (1984).

The exam ner, acknow edging that Korpman's sanitary
napki n enbodi ment does not respond to the flap limtations in
i ndependent clains 1, 7 and 8, nonethel ess contends that

Kor pman’ s di aper enbodi nents neet all of the limtations in
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these clains (see pages 5 and 9 through 12 in the answer).
The basic reasoning underlying this determnation is that “the
recitation ‘a sanitary napkin’ has not been given patentable
weight . . . [because] Appellant has not clainmed any structure
that distinguishes a sanitary napkin froma diaper and a
di aper is capable of use as a sanitary napkin” (answer, pages
9 and 10).

Kor pman, however, belies the examner’s position. As
i ndi cated above, this reference discloses sanitary napkins and
di apers as separate structural entities. In this light, the
recitation in the preanbles of clains 1, 7 and 8 of a
“sani tary napkin” cannot reasonably be read on Korpman’s
di aper enbodi nents. In other words, a person of ordinary
skill in the art, considering Korpman's di scl osure as a whol e,
woul d not view the diapers described therein as sanitary
napki ns. Since Korpman's di apers do not neet the preanble
recitations in clainms 1, 7 and 8 of a “sanitary napkin” and
Korpman’ s sanitary napkin does not neet the limtations in
these clains relating to the “flaps,” Korpman cannot be said

to disclose structure which neets each and every el enent of
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the invention set forth in these clai ns.

Therefore, we shall not sustain the standing 35 U S. C
8 102(b) rejection of clainms 1, 7 and 8, or of clains 2
through 6, 9 through 13, 15 and 16 whi ch depend therefrom as

bei ng anti ci pated by Korpman.

II. The 35 U.S.C. 8 102(b) rejection of clains 1, 2, 7 through

9, 15 and 16 as being anticipated by Baird.

Bai rd di scl oses a catanenial pad 10, i.e., a sanitary
napki n, conposed of a liquid perneable topsheet 12, a liquid
i nper neabl e backsheet 14 and an absorbent core 16. The
t opsheet and backsheet extend outwardly fromthe | ateral edges
24 of the absorbent core to formflaps 26-29 which incorporate

strips of elastic material 21. As explained by Baird,

[t]he strips of elastic material 21 are affixed
to the backsheet material. Prior to affixing, the
strips are stretched to 150-300% preferably about
200% [of] their original length. The strips are
preferably placed at a distance of 1 to 5 mm from

10
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the outer edge of the side flaps. The elastics act

as folding neans, that is, they keep the backsheet

sideflaps 29 in an upwardly fol ded configuration.

At the sanme time, the strips of elastic materi al

inmpart a curvature to the absorbent core, as shown

in Fig. 1. Instead of elastic strips, other elastic

means, |ike heat shrinkable tape or elastic glue,

may be used. The backsheet 14 has a cup-like

configuration, thus providing a reservoir capabl e of

hol di ng nmenstrual fluid at incidents of |arge flow

and allowing the tine necessary for conpl ete uptake

by the absorbent core 16 [page 3, lines 103 through

118].

Not wi t hst andi ng the appellant’s argunments to the contrary
(see pages 18 through 24 in the main brief and pages 15 and 16
inthe reply brief), the exam ner’s determ nation (see pages
6, 12 and 13 in the answer) that Baird discloses, expressly or
under principles of inherency, each and every el enent of the
invention recited in clains 1, 2, 7 through 9, 15 and 16 is
wel | founded. Although the appellant is correct in noting
that Baird does not teach that the side flaps on the sanitary
napki n di scl osed therein are fol dable over a crotch portion of
an undergarnment as set forth in independent clains 1, 7 and 8,

it is not apparent, nor has the appellant cogently expl ai ned,

why Baird's side flaps are not inherently capable of being so

11
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folded. Thus, Baird neets these functional or intended use
[imtations under principles of inherency. The related
argunent that Baird s side flaps are not |ongitudinally
stretchabl e or expandable as recited in clains 1, 7 and 8 is
al so unpersuasive. Baird s disclosure of the manner in which
el astic strips 21 are affixed to the flaps in a stretched
condition indicates that the strips performtheir stated
function of folding the flaps upwardly and inparting curvature
to the absorbent core by elastically gathering or bunching the
flaps. These gathered or bunched fl aps woul d be

l ongitudinally stretchabl e or expandabl e agai nst the force of
the elastic strips.®> Furthernore, Baird s side flaps are

di sposed substantially along the entire I ength of the

| ongi tudi nal sides of the napkin as recited in clains 2, 7 and
9, and, as discussed above, conprise extended portions of the
body facing side and undergarnment facing side of the napkin as

recited in clainms 15 and 16, respectively.

®Indeed, Baird' s flap construction appears to be
essentially simlar to the longitudinally
stret chabl e/ expandabl e fl ap enbodinent illustrated in the
appellant’s Figures 3 and 4.

12
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Hence, we shall sustain the standing 35 U S.C. 102(b)
rejection of clainms 1, 2, 7 through 9, 15 and 16 as being

anti ci pated by Baird.

I[Il. The 35 U S.C. &8 103 rejection of clains 3 through 6 and

10 through 13 as bei ng unpatentabl e over Baird.

Dependent clains 3 and 10 require the flaps to conprise
outwardly extendi ng concave sides. The appellant disputes the
exam ner’ s conclusion that “whether the flap edges are
straight or are curved to follow the edges of the napkin pad

is a matter

13
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of nmere design choice that is not separately patentable”
(answer, page 7) by asserting that this feature is a
“substantial advancenment in sanitary napkin design” (main
brief, page 25). These opposing vi ewpoi nts, however, are not
rel evant to the subject matter actually recited in clains 3
and 10 whi ch make no nention of flap edges. As shown in
Figures 1 and 4, the Baird side flaps conprise outwardly

ext endi ng concave sides, and such structure is sufficient to

meet the rather broad limtations in clains 3 and 10.

Dependent clainms 4 through 6 and 11 through 13 specify
various flap expansi on percentages. The appellant’s
contention (see page 25 in the main brief and pages 15 and 16
in the reply brief) that Baird s flaps are not suggestive of
this subject matter because they are not expandable at all is
not persuasive for the reasons expl ai ned above. The 37 C. F.R
8§ 1.132 declaration of Dr. Bernard Lichstein filed August 9,
1996 is of no help to the appellant (see page 25 in the main
brief) because it pertains to a prior art flap construction

which differs substantially fromthat disclosed by Baird. 1In

14
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short, Baird' s description of the extent to which elastic
strips 21 are stretched before being applied to their flaps
provi des reasonabl e support for the exam ner’s concl usion of
obvi ousness with regard to the expansi on percentages set forth

in clains 4 through 6 and 11 through 13.

Therefore, we shall sustain the standing 35 U.S.C. § 103
rejection of clains 3 through 6 and 10 through 13 as being
unpat entable over Baird. 1In addition, we designate our action
here with respect to clains 3 and 10 as a new ground of
rejection to allow the appellant a fair opportunity to react
to our reasoning which differs somewhat fromthat espoused by

t he exam ner.

V. The 35 U S.C. &8 103 rejection of clainms 1 through 16 as

bei ng unpatentable over Van Tilburg in view of Fahrenkrug.

Van Til burg discloses a sanitary napkin having a central
absorbent pad and flaps extending fromthe | ongitudinal edges

of the pad for folding around the sides of the crotch portion

15
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of a panty. As described by Van Til burg,

[s]anitary napkin 10 conprises a central absorbent
pad which is generally referred to by reference
nunmeral 12. Central absorbent pad 12 is conprised
of a liquid pervious topsheet 14, absorbent core 16
and liquid inpervious backsheet 18. Secured to
backsheet 18 is a |l ayer of adhesive 20 which is
covered by renovabl e rel ease liner 22. Extending
from each | ongitudi nal edge of the central absorbent
pad 12 are flaps 24 and 24'. Flaps 24 and 24' are
preferably of simlar configuration and, therefore,
the detailed description of flap 24 wll be
understood to be applicable to the [flap] 24'". A
line of juncture 26 is formed where flap 24 joins
the | ongi tudi nal edge of central absorbent pad 12.
Flap 24 conprises liquid pervious flap topsheet 28,
fl ap absorbent core 30 and liquid inpervious flap
backsheet 32. Flap 24 is flexible along an axis 34.
Secured al ong the outer edge of flap backsheet 32 is
a layer of flap adhesive 36 which is covered by
removabl e flap release liner 38 [colum 3, lines 12
t hrough 29].

Van Til burg teaches that this sanitary napkin construction is
particularly | eak-resistant due to the fact that it bends at
the line of juncture between each flap and the | ongitudi nal

edge of the central absorbent pad (see, for exanple, colum 8,

lines 14 through 31).

16
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It is not disputed that Van Tilburg nmeets all of the
[imtations in representative claim1l except for those

requiring

17
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the flaps to be stretchable and longitudinally resilient so as
to expand | ongitudinally when fol ded over a side of a crotch

portion of an undergarnent.

Fahr enkrug di scl oses

a stretchabl e absorbent conposite for receiving,
absorbing and retaining liquids and waste material s
conprising a |iquid-pervious |ayer, a |liquid-

i npervi ous | ayer, an absorbent |ayer, and a |iquid-
pervi ous stretchable |ayer between the |iquid-

pervi ous |ayer and liquid-inpervious |ayer. The
stretchable layer is stretch-bonded to the other

| ayers and forns a plurality of rugosities in the
ot her layers upon relaxing the stretchable |ayer
[colum 1, lines 41 through 49].

According to Fahrenkrug (see colum 3, line 62, through colum
4, line 10), the rugosities and associated winkles and air
pockets in the conposite provide the benefits of increased

body surface dryness and increased capacity for receiving,

absorbing and retaining |liquid.

The exam ner’s conclusion that “[i]t would have been

obvious to one having ordinary skill in the art at the tine

18
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the invention was nmade to provide the winged sanitary napkin
of Van Tilburg with the stretchable, elastic absorbent
conposite of Fahrenkrug” (answer, page 8), thereby arriving at
the subject matter recited in representative claiml1, is well
taken. In this regard, Fahrenkrug's teaching of the above

not ed advant ages of the stretchabl e absorbent conposite would
have provided the artisan with anple suggestion or notivation

to nodify the Van Til burg napkin in the manner proposed.

The appellant’s position that the proposed conbi nation of
Van Til burg and Fahrenkrug rests on inperm ssibl e hindsight
(see pages 26 through 28 in the main brief and pages 16
through 20 in the reply brief) is not convincing for a nunber
of reasons. For the nost part, this line of argunent is based
on the individual deficiencies of Van Til burg and Fahrenkrug
with respect to the clained subject matter. Non-obvi ousness,
however, cannot be established by attacking references
i ndividually where, as here, the rejection is based upon the

teachi ngs of a conbination of references. 1n re Merck & Co.,

Inc., 800 F.2d 1091, 1097,

19
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231 USPQ 375, 380 (Fed. Cir. 1986). Additionally, while the
appellant’s contention that “[n]either of the cited references
provi des any notivation to selectively form[Van Til burg’ s]

si de

flaps with longitudinally extensible material” (main brief,
page 27) is arguably correct, such does not accurately reflect
the examner’'s position that it would have been obvious to
formthe entire Van Til burg sanitary napkin of the Fahrenkrug
conposite. Such nodification would of course result in
stretchable, longitudinally resilient flaps which would expand
| ongi tudinally when fol ded over a side of a crotch portion of
an undergarnment. Finally, the appellant’s observation that
neither reference is directed to the problem of making
conformabl e wings on a sanitary napkin is refuted by Van
Tilburg' s enphasis on flap flexibility. Mreover, the |aw
does not require that references be conbined for the reasons
contenpl ated by the inventor as |long as sone notivation or
suggestion to conbine themis provided by the prior art taken

as a whol e. In re Beattie, 974 F.2d 1309, 1312,

20
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24 USPQ2d 1040, 1042 (Fed. Cr. 1992). As indicated above,
t he conbi ned teachings of Van Til burg and Fahrenkrug provide

anpl e notivation or suggestion for the proposed conbi nati on.

Thus, the collective teachings of Van Til burg and
Fahrenkrug justify the exam ner’s conclusion that the
di fferences between the subject matter recited in
representative claim1l1 and the prior art are such that the
subject matter as a whol e woul d have been obvious at the tine
the invention was nmade to a person having ordinary skill in
the art. Accordingly, we shall sustain the standing 35 U.S. C
8 103 rejection of claim1 as being unpatentable over Van

Tilburg in view of Fahrenkrug.

Since the appellant has not argued separately the
patentability of any particular claimapart fromthe others
with respect to the rejection at hand, all of the other clains
so rejected shall stand or fall with representative claiml

(see In re Young, 927 F.2d 588, 590, 18 USP(R2d 1089, 1091

(Fed. Gr. 1991); In re Wod, 582 F.2d 638, 642, 199 USPQ 137

21
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140 (CCPA 1978)). Thus, we also shall sustain the standing 35
US C 8 103 rejection of clainms 2 through 16 as being

unpat ent abl e over Van Til burg in view of Fahrenkrug.

NEW REJECTI ON

The followi ng newrejection is entered pursuant to 37

CF.R § 1.196(h).

Claim14 is rejected under 35 U . S.C. § 112, first
par agr aph, as being based on a specification which does not
conply with the witten description requirenent of this

section of the statute.

The test for determ ning conpliance with the witten
description requirenent is whether the disclosure of the
application as originally filed reasonably conveys to the
artisan that the inventor had possession at that tine of the
| ater clainmed subject nmatter, rather than the presence or

absence of literal support in the specification for the claim

22
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| anguage.

In re Kaslow, 707 F.2d 1366, 1375, 217 USPQ 1089, 1096 (Fed.

Cr. 1983). The content of the drawi ngs may al so be
considered in determ ning conpliance with the witten

description requirenent. |d.

Dependent claim 14 recites that the flaps include
attachnment adhesive. Wile the original disclosure nentions
attachnment adhesives (see colum 5, lines 8 through 22), it
does not specify that these attachnent adhesives are included

in the flaps. Thus,

23
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the disclosure of the application as originally filed would
not reasonably convey to the artisan that the inventor had
possession at that tinme of the subject matter now recited in

claim 14.

SUMVARY

The deci sion of the exam ner:

a) toreject clainms 1 through 13, 15 and 16 under 35
US C 8 102(b) as being anticipated by Korpman is reversed,

b) to reject clainms 1, 2, 7 through 9, 15 and 16 under
35 U.S.C. 8 102(b) as being anticipated by Baird is affirned,

c) toreject claims 3 through 6 and 10 through 13 under
35 U.S.C. §8 103 as being unpatentable over Baird is affirned,
and

d) toreject clains 1 through 16 under 35 U.S.C. § 103 as
bei ng unpatentabl e over Van Tilburg in view of Fahrenkrug is

af firned.

In addition, a newrejection of claim14 is entered

24
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pursuant to 37 C.F.R 8 1.196(b), and the affirmance of the 35
Uus.cC

25
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8§ 103 rejection of clains 3 and 10 as bei ng unpat ent abl e over
Baird is designated as a new rejection under 37 CF. R

§ 1.196(b).

In addition to affirmng the examner’s rejections of one
or nore clains, this decision contains new grounds of
rejection pursuant to 37 CF.R § 1.196(b)(anended effective
Dec. 1, 1997, by final rule notice, 62 Fed. Reg. 53,131,
53,197 (Cct. 10, 1997), 1203 Of. Gaz. Pat. & Trademark O fice
63, 122 (Oct. 21, 1997)). 37 C.F.R § 1.196(b) provides, “A
new ground of rejection shall not be considered final for

pur poses of judicial review”

Regarding any affirmed rejection, 37 CF.R § 1.197(b)
provi des:

(b) Appellant may file a single request for

rehearing within two nonths fromthe date of the

ori ginal decision

37 CF.R 8 1.196(b) also provides that the appellant,

WTH N TWO MONTHS FROM THE DATE OF THE DECI SI ON, nust exerci se

26
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one of the followng two options with respect to the new

gr ounds

27
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of rejection to avoid term nation of proceedings (37 C.F. R

8§ 1.197(c)) as to the rejected cl ai ns:

(1) Submt an appropriate anendnent of the
clainms so rejected or a showing of facts relating to
the clains so rejected, or both, and have the matter
reconsi dered by the exam ner, in which event the
application will be remanded to the exam ner.

(2) Request that the application be reheard

under 8 1.197(b) by the Board of Patent Appeals and
I nterferences upon the same record.

Shoul d the appellant elect to prosecute further before
the Primary Exam ner pursuant to 37 CF.R 8 1.196(b)(1), in
order to preserve the right to seek review under 35 U S.C. 88§
141 or 145 with respect to the affirnmed rejections, the
effective date of the affirmance is deferred until conclusion
of the prosecution before the exam ner unless, as a nere
incident to the limted prosecution, the affirmed rejections

are overcone.

| f the appellant elects prosecution before the exan ner

and this does not result in allowance of the application,

28
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abandonnment or a second appeal, this case should be returned

to the Board of
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Pat ent Appeals and Interferences for final action on the
affirmed rejections, including any tinely request for

rehearing thereof.

No tinme period for taking any subsequent action in

connection with this appeal nmay be extended under 37 C F. R

§ 1.136(a).
AFFIRVED; 37 CF.R 8§ 1.196(b).
NEAL E. ABRANMS )
Adm ni strative Patent Judge )
)
)
)
) BOARD OF PATENT
CHARLES E. FRANKFORT )
APPEALS
Adm ni strative Patent Judge ) AND
| NTERFERENCES
)
)
)
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JOHN P. McQUADE )
Adm ni strative Patent Judge )
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